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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Serial No.: | 88143921
Applicant: | Industria de Electrodomésticos S.A.S. Indusel S.A.S.
Mark:
(hereinafter, the “Mark”)
Filed: October 4, 2018

APPELLANT'S MOT ION TO REMAND

Pursuant to37 C.F.R. 2.142(d) and TBMP Section 1207.@%pellant Industria de
Electrodomésticos S.A.S. Indusel S.A.S. (“Indusel’) respectietipests that the Trademark Trial
and Appeal Board (“Board”) suspend the predenParte appeal and remand the application for
further examination toansider the attached consent agreement.

Prior to the fiing of theex parteAppeal, theExamining Attorneycited the prior registration
of ABBA PATIO (Logo Mark) owned byhejang Zhengte Co. Ltd. (*ZZC”) as impediment to
the registration of the Mangursuant to 15 U.S.C. 8 1052(dBy way of backgrond, onMay 10,
2020, Induselintially sought reconsideration and filed a Notice of Appeal. On June 3, 2020,
Indusels request for reconsideration was denied.

Intermittently, Indusel and ZZCwere in discussions which resulted in the laster
consentingto the use and registration of the Mark for the goods enumerated therein. On June 26,

2020, after the request for reconsideration was deniedljsel obtained a fultgxecuted consent
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agreement, which is attached hereto as ExM' . Indusel respectfully submits that good cause
exists for remandecause, as Professor McCarthy aptly ndgedonsent to register wil receive
substantialeight” See, e.gJ. Thomas McCarthfyyl CCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION, at §23:85.

Toward that end;when presented with a true consent to registration, the Board will
generally suspend an appeal and remand a refused applizatitnexamining attorney, no matter
how late the stage of the appeal, so that the examining attorney may considarsthd. c See,
e.g, In re Empower Technologies, Inc2006 WL 2927862, at *2 (T.A.B. 2006)(non
precedential). Hereheé instant consent was the product of ‘artength discussions between
sophisticatedbusinessparties, whaeached the conclusiothat the coexistence of their respective
marks was not likely to cause confusion ie tharketplacedue to (i) the owerall presentation of
the marksand(i) the fact that the goods are sufficiently different to avoid confussto gource
of ownership or spwsorship. SeeExhibit “A.” Moreover, the consent was obtaineefdoe the
Appeal has beguand its consideration now wil serve judicial economy

Crucially, as part of their agreemetite parties havaffirmed that,‘to date, no instance
of actual confusion has bebroughtto the attention of either Pattgnd“agree[d] to employ their
best efforts to use their respecti@rks in a manner that does not cause actual confusion as to
either source of origin or sponsorshigd. Itis respectfully submitted that the Consent Agreement
will resolve the issue remaining for appeal and thisuficient cause forthe Boardto grant
Appellants remand request.

For all of the abovestatedreasonsAppellant respectfully requests that the Board remand
this proceeding back to the Examining Attorney for consideratiomhetherthe attached Consent

Agreement reolves the Section 2(d) issue.
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Dated:July 2, 2020
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Respectfully submitted
HODGSON RUSS LLP

By: %@W% D

Ryan A. McGonigle’ V

605 Third Avenue, Suite 2300

New York, New York 10158
Telephone: 642187537

Email: rmcgonig@hodgsonruss.com

Attorneys for Applicant
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EXHIBIT A

CONSENT AGREEMENT

This CONSENT AGREEMENT is effective as of June 26, 2020 and is entered into by
and between INDUSTRIA DE ELECTRODOMESTICOS S.A.S INDUSEL S.A.S., a
corporation duly organized and existing under the laws of Colombia, with headquarters at
Autopista Avenida Calle 57 R Sur No. 67 - 59, (hereinafter “Indusel”), and ZHEJIANG
ZHENGTE GROUP CO., LTD., a corporation duly organized and existing under the laws of
the China, with headquarters at No0.811 Oriental Ave. Linhai CHINA 317004 (hereinafter
“Zhejiang”). INDUSEL and ZHEJIANG may be referred to individually in this Agreement as
a “Party” and collectively as the “Parties.”

WHEREAS, Zhejiang is the record owner of U.S. Trademark Registration No. 3,389,609
in United States Patent and Trademark Office (“USPTO”), for the design mark
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fz’ﬁ"‘d’;ﬁ %ﬁﬂ (the “Zhejiang Mark”) in International Class 11, among other classes,
covering, inter alia, the following goods: “Barbecue grills; Ceramic briquettes for use in
barbecue grills; Charcoal grills; Electric grills; Electric indoor grills; Electric outdoor grills;
Electric patio heaters; Folding portable charcoal, propane and gas fired barbecues, stoves, and
grills; Gas grills; Gas patio heaters; Grill accessories, namely, warming trays; Lamps for
outdoor use; Lava rock for use in barbecue grills; Misting systems for outdoor cooling; Outdoor
cookers for curing food; Portable urinals for outdoor activities; Solar light fixtures, namely,
indoor and outdoor solar powered lighting units and fixtures; Tables designed to hold gas
grills.” (hereinafter, the “Zhejiang Goods”);

WHEREAS, Indusel is the record owner in the USPTO of of U.S. Trademark Application

Serial No. 88/143,921 for the design mark (hereinafter, the
“Indusel Mark” and/or the “Indusel Application); covering inter alia, the following goods:
“Washing machines for clothes” in International Class 7; and “Refrigerators; refrigerating
machines and installations; refrigerating display cabinets; refrigerating shelving, drawers, bins
and trays; Water filtering apparatus; water filtration and purification units and replacement
cartridges and filters therefor for refrigerators and ice makers; hot and cold water dispensers
sold as a unit with refrigerating machines; Domestic cooking ovens; cooking stoves; Range
hoods; Hot water heaters; hot water heating installations; Clothes dryers; Laundry centers,
namely, a clothes dryer combined with a clothes washer; hot and cold water dispensers, namely,
apparatus for filtering and dispensing drinking water” in International Class 11 (hereinafter, the
“Indusel Goods”);

WHEREAS, Indusel and Zhejiang have entered into a Confidential Settlement
Agreement to resolve a dispute concerning the Parties’ respective marks namely, the Zhejiang






